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2005 St George/BRW Corporate Triathlon

2005 marks the 10th year that Phillips Ormonde & Fitzpatrick has fi elded teams in the St George/BRW 
Corporate Triathlon, scheduled for March 20 at Elwood Beach. The triathlon is run in a teams relay 

format with each team having three team members and each team member required to swim 400m, 
cycle 10km and run 4km. Last year’s event attracted in excess of 4500 competitors (1500 teams) from 

corporate Australia, including 2 female teams and 4 male teams representing PO&F. Our best placed 
team, which included Davin Merritt and Michael Squires, fi nished a very creditable 16th outright. PO&F are 

expecting to be well-represented again this year. We wish all our teams well in their training for this year’s 
event. Check our website for updates: www.pof.com.au

Welcome
Catherine Morey-Nase joined the fi rm in late August as New Filings Assistant. Catherine completed a 
Bachelor of Arts at The University of Melbourne in 1998. She commenced a Bachelor of Laws at Monash 
University in 2003. Recently, Catherine has been appointed IP Portfolio Manager within our affi liated company 
IP Organisers Pty Ltd. You can view Catherine’s profi le on our website at: www.pof.com.au/

We are also pleased to announce that Dr Justin Coombs will be joining the Adelaide offi ce in mid-January 
2005 as an assistant to Greg Bartlett and Justin Dibbens. Justin Coombs is a plant specialist with a PhD in 
agricultural biotechnology from Flinders University, having also done post-doctoral research work at Cornell 
University in Ithaca, New York (US). Justin comes to us with nearly two years of experience from another 
large national patent attorney fi rm, and is well on his way to completing the patent attorney registration 
qualifi cations.

Congratulations
Our congratulations go to Nigel Parker, Michael O’Donnell and Justin Dibbens who recently passed their 
exams to qualify as patent attorneys.

Michael O’Donnell holds a Bachelor of Applied Science (Applied Biology/Biotechnology) majoring in plant 
biotechnology from RMIT University. Michael is a member of our Trade Marks department with extensive 
experience in the prosecution of trade marks including search analysis and advice on registrability and 
infringement, opposition proceedings, assignment and licensing, dispute resolution, non-use and 
revocation proceedings and international trade mark registrations.

Dr Nigel Parker is a member of our Biotechnology department. He holds a Bachelor of Science 
(Honours) degree majoring in Biochemistry and Microbiology and a PhD in Molecular Studies from 
the University of Melbourne. Nigel has worked in various research positions at the Ludwig Institute 

for Cancer Research, the Peter MacCallum Cancer Institute and the Royal Melbourne Hospital. 
He also held a post-doctoral position at The University of Melbourne, fi rstly in the Department 

of Paediatrics (RCH) and then in the Department of Medicine (A&RMC). Nigel has published 
numerous scientifi c articles in international journals and co-authored a book on IGF-binding 

proteins.

Dr Justin Dibbens majored in biochemistry and organic chemistry at Adelaide University 
and has a PhD in viral molecular biology and genetics. Justin has worked as a Visiting 

Fellow at the National Cancer Institute in Bethesda, Maryland (US) and held a Fricker 
Fellowship at the Hanson Centre for Cancer Research in Adelaide before joining 

Phillips Ormonde & Fitzpatrick. Justin brings the number of registered patent 
attorneys in the Adelaide offi ce to fi ve. Our registered patent attorneys in 

Adelaide cover the prime technical areas of biotechnology, chemistry, 
chemical engineering, electronics and mechanical engineering.
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Patent Law locked in
Lockwood Security Products Pty Ltd, represented by Phillips Ormonde 
& Fitzpatrick Lawyers, has recently succeeded in its appeal to the 
High Court of Australia against Doric Products Pty Ltd. The decision of 
the High Court lays to rest much uncertainty in recent years regarding 
the detail required in a patent specifi cation to properly support patent 
claims.

In the original proceedings Lockwood alleged that Doric had manufactured 
a lock which infringed its Australian patent. Doric denied infringement and 
asserted that the patent was invalid. Justice Hely found that nearly all claims 
were invalid. The patent in question was for a key-controlled latch assembly 
having a lock-release means. When the outer actuator was operated, the 
inner lock of the assembly was automatically released. Hence, the problem 
of people locking themselves inside their home without access to a key was 
overcome. Doric argued that the only latch assembly disclosed in the patent 
document was the preferred form of assembly, which was different to Doric’s 
own lock.

On appeal to the Full Federal Court of Australia all three judges (Wilcox, Branson 
and Merkel JJ) agreed with the judge at fi rst instance and held that the claims of 
the patent were invalid. The High Court, in a unanimous decision handed down on 
18 November 2004 (Gleeson, CJ, McHugh, Gummow, Hayne and Heydon JJ) has 
allowed Lockwood’s appeal. The patent specifi cation included a clear statement that 
the invention was that which was defi ned in the broadest claim of the patent and that 
the one embodiment of the latch assembly described was simply a preferred form of the 
invention. The High Court found that the entire description – including the general statement 
of invention – was suffi cient to provide a real and reasonably clear disclosure of the subject 
matter of the broadest claim.

The Court has provided much needed clarifi cation on the requirements of a patent. The judgement 
can be accessed online at: http://www.austlii.edu.au/au/cases/cth/high_ct/2004/58.html 

It is anticipated that the decision of Lockwood Security Products Pty Ltd v Doric Products Pty Ltd will 
become a signifi cant judgment in patent law in Australia. The matter shall now be remitted to the Full 
Federal Court for a determination of the remaining issues that were raised in the appeal to that court but 
not fi nally determined.

Further enquiries or questions in relation to this decision can be 
directed to Christopher Schlicht. Tel:+61 3 9614 1944 or email: 
chris.schlicht@pof.com.au

by  CHRISTOPHER SCHLICHT



WTO
rules on 
GI’s
South Africa, Australia and the US are among 
countries that have emerged victorious after 
the World Trade Organisation ruled against the 
European Union in a dispute over protection for 
geographic indications (GIs).

The Financial Times reports that in a confi dential interim 
report by the WTO dispute panel, the EU was told that its system 
– which protects goods such as Parma ham, Burgundy wine and 
Roquefort cheese – was incompatible with trade rules because it did 
not allow the registration of non-European products. The WTO found that 
the EU could not block growers of Idaho potatoes or Florida oranges from 
protecting their food names in Europe simply because the US had not adopted a 
system for protecting such GI’s. 

For further information on GI’s access: 
http://www.wto.org/english/tratop_e/trips_e/gi_e.htm

 application and these assertions will be 
made available to the public.  However, like 
the Australian equivalent (i.e. section 27) this 
process is ex parte.

(l) The Bill provides for re-examination of an application 
after acceptance which can be requested by anyone both 
before and after grant.  This is regarded as a controversial 
change to the law in NZ because not only will re-examination 
before grant replace the current opposition proceedings but it is 
also purely ex parte.  That is the person that requests re-examination 
will not be a party to the proceedings.

(m)  The Bill provides for the Commissioner to hear applications for revocation 
of the patent at any time. The grounds of revocation are the same as those 
available before the Court. Currently, the Commissioner of Patents can only 
hear applications for revocation within 12 months of grant and on narrower 
grounds.

(n) A tribunal will be established to hear complaints regarding the conduct of any 
registered Patent Attorney.

These new provisions will apply to those applications fi led on or after the commencement of 
the new Act.  However, divisional applications fi led after the commencement of the new Act, and 
in respect of subject matter in an application made under the 1953 Act, will be treated as a patent 
application made under the 1953 Act.  

As mentioned the Bill is currently at the consultation stage with the deadline for submissions being 11 
March 2005.  If everything proceeds according to the schedule set down by the Ministry of Economic 
Development this Bill will come into force sometime in 2006.

If you have any questions in relation to this draft Patents Bill, please do not hesitate to contact our New Zealand 
correspondent Virginia Beniac-Brooks on (613) 9622 2291 or by email: virginia.beniac-brooks@pof.com.au

Two new accounting standards (136 and 138) relating to intangible assets came into force on Jan. 1st 2005. Detailed 
information on the new accounting standards can be obtained at http://www.aasb.com.au

The new standards will have a dramatic effect on how a company can treat the excess of the purchase price over the value 
of the tangible assets of any business acquired by the company. This excess ‘intangible assets’ amount accounts for items 
such as licences, service and operating agreements, franchises, copyright, patents, brand names, designs, prototypes and 
even research and development costs and will need to be dealt with under the new rules. 

Standard 136 calls for an annual review of all intangible assets to ensure the book value of the asset is not greater than the 
actual value, while standard 138 defi nes how the book value of an intangible asset is assessed.

Australian companies will need to comply with these new accounting standards as a feature of their regular company 
reporting. A formal audit of all intellectual property held by the company will assist in identifying and valuing the company’s 
intangible assets.  

Phillips Ormonde & Fitzpatrick, through its related company IP Organisers, can conduct such audits and can assist companies 
in preparing their IP valuations to comply with the new accounting standards. 

In addition, organisations will make their technology more attractive for sale if all items of intangible property are clearly 
identifi ed and given a specifi c value. The best way of unambiguously identifying intangible assets is through registration of 
the asset as a patent or a trade mark. PO&F can assist you with this. 

CONFERENCES

AusBiotech 2004: The AusBiotech 2004 conference was held at the Brisbane Convention and Exhibition Centre in 
early November.  Since Brisbane is a large centre for biotechnology in Australia, this year’s meeting attracted approximately 
1300 attendees. Of these, over 250 were international delegates representing 18 countries. Phillips Ormonde & Fitzpatrick 
was there and our exhibition stand gave us a base from which we could advise visitors and exhibitors how best to protect 
their intellectual property. Our exhibition stand was one of 140 trade exhibits. In addition to the trade display, there were 
many seminars, based around this year’s conference theme “Going Global”. PO&F was represented by members of 
the Biotechnology practice group: Justin Dibbens (Adelaide), Nigel Parker and Alex Tzanidis (both Melbourne). The 
conference allowed us to catch up with existing clients, renew old friendships and meet new people to develop a 
working relationship in the future. It was an exciting opportunity to demonstrate our commitment to the biotechnology 
industry. We are looking forward to AusBiotech 2005, to be held in Perth.

27th Australasian Polymer Symposium: Dr Grace Chan and Dr Jeff Holman recently attended the 
27th Australasian Polymer Symposium which was held in Adelaide. The symposium is held annually by the 
Polymer Division of the Royal Australian Chemical Institute and brings together key members of the polymer 
industry and academia in Australia and New Zealand. The symposium enabled Grace and Jeff to keep up-
to-date with the latest research and trends in polymer science, including the increasingly important areas 

of nanotechnology and biomaterials. They also had the opportunity to meet with representatives of some 
of the key organisations in the Australian polymer fi eld, including Sola International Holdings Pty Ltd, 

Chemeq Ltd, the CRC for Polymers, the Department of Chemical and Biomedical Engineering at the 
University of Melbourne, CSIRO and the Ian Wark Research Institute, all of whom are clients of 

Phillips Ormonde & Fitzpatrick.  

As a part of the inaugural Commercialisation and IP forum included on the symposium program 
this year, Grace presented a talk on Australian patent law and patent procedures to conference 

delegates. A copy of this talk may be obtained by contacting Sheri Grimaldi on (03) 9622 2213 
or by email sheri.grimaldi@pof.com.au

 

David Solomon’s 75th Birthday Symposium: Ray Evans and Grace 
Chan recently attended a one-day symposium organised by the RACI Victorian 

Polymer Group to celebrate the 75th birthday of Professor David H Solomon. 
David Solomon is a world renowned Australian polymer scientist who was 

a former head of the CSIRO Division of Applied Organic Chemistry (now 
Division of Molecular Science) and later, the ICI-Masson Professor and 

Head of the School of Chemistry at the University of Melbourne. The 
symposium was held to honour his many career achievements and 

contributions to polymer science and his election as a Fellow of 
the Royal Society.

To pay tribute to David’s support of good science and 
commercially valuable research outcomes, Ray 

Evans was invited by the organising committee to 
present a talk on Intellectual Property. A copy of 

the presentation, entitled “Building a Patent 
Portfolio – Strategies and Traps” may be 

obtained by contacting Sheri Grimaldi 
on (03) 9622 2213 or by email:

sheri.grimaldi@pof.com.au

Recent events

Intangible Assets
by  ROY HINTON




